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DETAILED ACTION 
Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 . Claims 10 and 26 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

The Examiner is unable to determine from the originally filed specification as to 
how one of ordinary skill in the art would be able to make and use the invention. The 
specification provides no basis for the claimed subject matter. Specifically, as by way of 
example, claim 10 generally recites, "attempting to connect the telephone call to a third 
device associated with the subscriber at the indication location and separate from the 
second device". The Examiner is unable to find support for this in applicants originally 
filed specification. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

2. Claims 1-9, 1 1-25 and 27-28 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pub. No.: US 2002/0147811 (Schwartz et al hereinafter Schwartz) in 
view of Bedingfield (6,665,388) further in view of Nadeau (6,240,449). 

Regarding claims 1,11 and 18. Schwartz teaches a system and method for 
supplying calling party information to a called party via a network comprising a 
telephone network, a data network, and at least one gateway device connected to both 
the telephone network and the data network (see figure 2 wherein calling party 14 
information supplied to called party 12 via telephone network 24, a data network 22, and 
at least one gateway device 10 connected to both networks), comprising: 

receiving by the gateway device (see 10 figure 2), via the telephone network (see 
24 figure 2), signaling information representing a telephone call from the calling party 
(14 figure 2) to the called party (12 figure 2), the signaling information comprising called 
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party information (see paragraphs 0004, 0025, 0036, 0044, 0046, 0047, 0048, 0049- 
0053, 0058-0060); 

obtaining the calling party (14 figure 2) based on the signaling information; and 
providing the calling party (14 figure 2) information to the called party via the data 
network (22 figure 2 when voice communication proves in not wanted 0025-0026, see 
figure 2 wherein CTI interface used to pass caller id information from calling party 14 
through data network 22 to be presented on called party 12 always on display, see 
instant messaging tables 1 and 2). 

Schwartz fails to teach providing calling party information on a second device 
associated with the called party (see Applicant's amended independent claim language 
and Applicant's remarks on paper dated 6/25/04, Amendment "A", page 25 lines 6-13). 

Bedingfield teaches a system and method that also uses voice network (see 48 
figure 2) to allow calling party (46 figure 2) to place telephone call to called party (see 
called party telephone 22 figure 2) and the data network (52 figure 2) used to provide 
calling party information (col. 2 lines 1-67, col. 4 lines 9-32, col. 6 line 35 - col. 8 line 30) 
to nearby data device (see item 50 figure 2, col. 4 lines 16-21 , col. 6 lines 36-43, col. 6 
line 62 - col. 7 line 67, col. 8 lines 22-30). 

It would have been obvious for any one of ordinary skill in the art at the time of 
invention to utilize the teachings of Bedingfield into the teachings of Schwartz providing 
for a more flexible caller id system that allows PC and telephones to be located in 
different rooms, as well as, providing the name and telephone number of parties calling 
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on separate line to be revealed to PC users connected to the Internet without the PC 
users having to leave the confines of their PC environment as taught by Bedingfield 
(col. 2 lines 11-17, col. 4 lines 16-21, col. 6 lines 36-43). 

According to Applicants, Schwartz in view of Bedingfield fail to teach determining 
if device is on-line and storing calling party information if the device is not currently on- 
line and providing the stored calling party information when the second device is back 
on-line (see amendment to independent claims 1,11 and 18, comment on page 9, 
paper dated 9/15/05). 

Nadeau teaches PSTN and data network used to allow users the ability to 
choose to complete calls through PSTN at specified times or route over Internet when 
device currently connected (abstract, col. 4 lines 2-45, col. 9 line 18 - col. 1 1 line 32, 
col. 11 lines 61-64, col. 12 lines 1-4, col. 12 lines 21-31, col. 12 lines 49-52). 

It would have been obvious for any one of ordinary skill in the art at the time of 
invention to utilize the teachings of Nadeau into the teachings of Schwartz in view of 
Bedingfield in order to allow customers the ability to customize when and where to route 
incoming call information. 

Regarding claims 2, 12 and 19. Schwartz shows instant message used (see 
always on display paragraphs 0028 and 0030, see instant messages tables 1 and 2). 
Bedingfield also shows data network used to provide caller id of incoming call to user's 
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PC (col. 2 lines 1-67, col. 4 lines 16-21, col. 6 lines 36-43, col. 7 lines 64-67, col. 8 lines 
22-30). 

Regarding claim 3. Schwartz shows public service telephone network (see 24 
figure 2). Bedingfield also shows public service network (see 48 figure 2). 

Regarding claim 4. Schwartz shows wireless telephone network (see digital 
cellular network paragraphs 0027-0032, see wireless telephone used in EXAMPLES 
starting at the bottom of page 5). 

Regarding claims 5, 14 and 21 . Schwartz shows providing the calling party (14 
figure 2) information to the called party (12 figure 2) comprises displaying the calling 
party information on a display device visible to the called party (see visual display 
device paragraph 0030, see visual display 16a figure 3). Bedingfield also shows data 
network used to provide caller id of incoming call to user's PC (col. 2 lines 1-67, col. 4 
lines 16-21, col. 6 lines 36-43, col. 7 lines 64-67, col. 8 lines 22-30). 

Regarding claims 6, 13 and 20. Schwartz shows using switch for obtaining 
calling party information (see figure 2 wherein CTI interface enables switches the ability 
to obtain and transform received calling party information). 

Regarding claims 7, 15 and 22. Schwartz teaches after CTI interface receives 
and translates (see rejection for claim 6 listed directly above) calling party data enabling 
for data network (22 figure 2) the ability to receive calling party information in data form 
before the calling party information is provided to an "always on" display device of the 
called party (12 figure 2). 
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Regarding claims 8, 16 and 23. Schwartz teaches instant message used (see 
always on display paragraphs 0028 and 0030, see instant messages tables 1 and 2). 



Regarding claims 9, 17 and 24. Schwartz teaches using the instant message 
server (see apparatus 20 figure 2) wherein instant message server used to screen 
incoming calls to called party (12 figure 2, see EXAMPLE 1 starting on page 5 wherein 
instant message server used to verify and notify the calling party that the called party is 
currently in a meeting and the called party will call back after the meeting, see 
paragraphs 0068-0080 wherein instant message server collects calling party information 
(i.e. 14 figure 2) including name, number and reason for call so to be presented to 
called party (i.e. 16 figure 2) yielding a brief insightful summary of the inbound 
communication). Bedingfield also teaches authenticating (see items 52 and 56 figure 
20 

Regarding claims 25, 27 and 28. Bedingfield shows the second device is data 
terminal (see called party's first device is telephone (i.e. 22 figure 2) and called party's 
second device is PC (i.e. item 50 figure 2)). 

3. Claims 10 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Pub. No.: US 2002/014781 1 (Schwartz et al hereinafter Schwartz) in view of 
Bedingfield (6,665,388) further in view of Albal et al (2003/0147518 hereinafter Albal) or 
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Nadeau (6,240,449). The following rejection is being made for what is best understood 
by the Examiner due to the 1 12 rejection listed above. 

Regarding claim 10. Schwartz teaches a system and method for supplying 
calling party information to a called party via a network comprising a telephone network, 
a data network, and at least one gateway device connected to both the telephone 
network and the data network (see figure 2 wherein calling party 14 information supplied 
to called party 12 via telephone network 24, a data network 22, and at least one 
gateway device 10 connected to both networks), comprising: 

receiving by the gateway device (see 10 figure 2), via the telephone network (see 
24 figure 2), signaling information representing a telephone call from the calling party 
(14 figure 2) to the called party (12 figure 2), the signaling information comprising called 
party information (see paragraphs 0004, 0025, 0036, 0044, 0046, 0047, 0048, 0049- 
0053, 0058-0060); 

obtaining the calling party (14 figure 2) based on the signaling information; and 
providing the calling party (14 figure 2) information to the called party via the data 
network (22 figure 2 when voice communication proves in not wanted 0025-0026, see 
figure 2 wherein CTI interface used to pass caller id information from calling party 14 
through data network 22 to be presented on called party 12 always on display, see 
instant messaging tables 1 and 2). 



Application/Control Number: 10/083,884 Page 9 

Art Unit: 2643 

Schwartz fails to teach providing calling party information on a second device 
associated with the called party (see Applicant's amended independent claim language 
and Applicant's remarks on paper dated 6/25/04, Amendment "A", page 25 lines 6-13). 

Bedingfield teaches a system and method that also uses voice network (see 48 
figure 2) to allow calling party (46 figure 2) to place telephone call to called party (see 
called party telephone 22 figure 2) and the data network (52 figure 2) used to provide 
calling party information (col. 2 lines 1-67, col. 4 lines 9-32, col. 6 line 35 - col. 8 line 30) 
to nearby data device (see item 50 figure 2, col. 4 lines 16-21 , col. 6 lines 36-43, col. 6 
line 62 - col. 7 line 67, col. 8 lines 22-30). 

It would have been obvious for any one of ordinary skill in the art at the time of 
invention to utilize the teachings of Bedingfield into the teachings of Schwartz providing 
for a more flexible caller id system that allows PC and telephones to be located in 
different rooms, as well as, providing the name and telephone number of parties calling 
on separate line to be revealed to PC users connected to the Internet without the PC 
users having to leave the confines of their PC environment as taught by Bedingfield 
(col. 2 lines 11-17, col. 4 lines 16-21, col. 6 lines 36-43). 

Schwartz in view of Bedingfield fail to teach receiving, from the called party, an 
indication of one location from among a plurality of locations, to which communications 
to the called party are to be directed and attempting to connect the telephone call to a 
third device associated with the subscriber at the indicated location and separate from 
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the second device (see amendment to claim 10, paper dated 9/15/05 and comments on 
page 10). 

Albal teaches system and method for providing caller id to called party (title, 
abstract, paragraphs 0016 - 0019) to a phone or location in which subscriber can be 
reach (see paragraphs 0026, 0036) enabling subscribers the ability to select where 
incoming calls are to be sent (i.e. home, mobile, work, etc.) without the need to have 
caller identification enabled device to have access to the caller identification features, 
thus saving money (paragraph 0036). 

Nadeau teaches PSTN and data network used to allow users the ability to 
choose to complete calls through PSTN at specified times or route over Internet when 
device currently connected (abstract, col. 4 lines 2-45, col. 9 line 18 - col. 1 1 line 32, 
col. 11 lines 61-64, col. 12 lines 1-4, col. 12 lines 21-31, col. 12 lines 49-52). 

It would have been obvious for any one of ordinary skill in the art at the time of 
invention to utilize the teachings of Albal or Nadeau into the teachings of Bedingfield in 
view of Schwartz providing for a more flexible caller id system that allows subscribers 
the ability to receive caller id feature when they are on travel 

Regarding claim 26. Bedingfield shows the second device is data terminal (see 
called party's first device is telephone (i.e. 22 figure 2) and called party's second device 
is PC (i.e. item 50 figure 2)). 

Response to Arguments 
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4. Applicant's arguments with respect to claims 1-28 have been considered but are 
moot in view of the new ground(s) of rejection. 



5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Barry W. Taylor, telephone number (571) 272-7509, who 
is available Monday-Friday, 8am to 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Curtis Kuntz, can be reached at (571) 272-7499. The central facsimile phone 
number for this group is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 2600 receptionist whose telephone number is 
(571) 272-2600, the 2600 Customer Service telephone number is (571) 272-2600. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Centralized Delivery Policy: For patent related correspondence, hand carry 
deliveries must be made to the Customer Service Window (now located at the Randolph 
Building, 401 Dulany Street, Alexandria, VA 22314), and facsimile transmissions must 
be sent to the central fax number (571-273-8300). 



Conclusion 




Barry W. Taylor 
Primary Examiner 
Technology Center 2600 
Art Unit 2643 



